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REMARKS 

Claims 1-3 are pending in the subject application. Claims 1-3 have been amended 
to clarify the grammar. 

Claims 1-3 have been amended to more clearly state the claimed possibility of 
using an aryl or heterocyclic as a substituent for the antecedent recited list of "groups". 
The subject matter was originally set forth, albeit less than artfully, as "to each group, 
bonded is an aryl group or a heterocyclic group." Further, each of such aryl or 
heterocyclic substituents is itself optionally substituted with a list of sub-substituents as 
originally set forth, also less than artfully, as "said aryl or heterocyclic group may be 

further substituted by any of a halogen atom, a nitro " These two aspects have been 

combined into the amended language, "wherein any of said group is optionally 
substituted by an aryl or a heterocyclic substituent, wherein said substituent optionally is 

further substituted by any of a halogen atom, a nitro " Thus, the changes are not new 

matter. 

Claims 1-3 have been amended to more clearly delineate that the final recitation 
of "optionally substituted by any of a halogen atom or a lower alkyl group" refers to the 
optional substitution onto the sub-substituents (that are in turn further optionally 
substituted). Thus, the changes are not new matter. 

Claims 1 and 2 have been amended to add hydrogen to the Markush group recited 
for Rl to R3, as originally set forth in the claims (as the first item). Further, the proviso 
specifically sets forth that hydrogen must be in the list. Thus, the changes do not 
constitute new matter. 

Claim 3 has been amended to consolidate the Markush group and eliminate 
duplicative Markush members. Thus, the changes do not constitute new matter. 
Rejections under 35 U.S.C. § 112, second paragraph 

The Examiner has rejected claims 1-3 for some awkward language, a duplicative 
Markush language, and an allegedly ambiguous proviso. Applicants respectfully submit 
that the claims have been amended to more clearly state the claimed invention. 
Applicants respectfully submit that the claims are now clear and definite and request 
withdrawal of the rejections. 
Rejections under 35 U.S.C. § 103 
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Claims 1 and 2 were rejected as allegedly unpatentably obvious over WO 
97/07097 ("Denny"). Denny describes seco indolines, having various substituents at the 
3 and 6 positions, bridged by a keto bridge to the 2-position of the five-member ring of a 
fused ring formed from a five-member ring and a six-member ring. The fused ring 
optionally can be indolyl. Applicants respectfully submit that one in the art is given no 
motivation, teaching, or suggestion in reading Denny - particularly in light of Denny's 
sparse exemplification of 6 Examples - to the compounds of the present invention 
comprising substituted indoles as exemplified by the present invention's 173 Examples. 

Applicants respectfully submit that there is simply no motivation, teaching, or 
suggestion provided in Denny towards the genus or Examples utilized in the methods of 
Claims 1 and 2 of the present invention. Applicants respectfully suggest that the 
Examiner is impermissibly utilizing an obvious to try standard or is impermissibly 
utilizing hindsight, with the claims of the present invention as a template, to support the 
rejection. Accordingly, Applicants respectfully request withdrawal of the rejection. 

Claims 1 and 2 were rejected as allegedly unpatentably obvious over U.S. Patent 
No. 6,001,868 ("Firestone"). Firestone describes indole-3-carbinol compounds - 
particularly compounds derived from indole-3-carbinol ("I3C"). Firestone sets forth a 
table of putative prophetic examples of possible derivatives. However, the only working 
example is of I3C itself (col. 14-17). Applicants respectfully submit that one in the art is 
given no motivation, teaching, or suggestion in reading Firestone - particularly in light of 
Firestone's speculative exemplifications - to the compounds of the present invention 
comprising substituted indoles as exemplified by the present invention's 173 Examples. 

Applicants respectfully submit that there is simply no motivation, teaching, or 
suggestion provided in Firestone towards the genus or Examples utilized in the methods 
of Claims 1 and 2 of the present invention. Applicants respectfully suggest that the 
Examiner is impermissibly utilizing an obvious to try standard or is impermissibly 
utilizing hindsight, with the claims of the present invention as a template, to support the 
rejection. Accordingly, Applicants respectfully request withdrawal of the rejection. 
Conclusion 

Applicants respectfully submit that the objections and rejections have been 
overcome, the claims are in condition for Allowance, and request a timely Notice of 
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Allowance be issued in this case. Commissioner is authorized to charge any deficiencies 
and credit any overpayment to OSI Pharmaceuticals, Inc. Deposit Account No. 502783. 
Attorney for Applicants can be reached at the telephone number and address 

below. 



I hereby certify that this correspondence is be... 
deposited wtft the United States Postal Service with 
sufficient postage as first class mail in an envelope 
addressed to: Commissioner for Patents, P.O. Box 
1450, Alexandria, VA 22313-1450, on the date 



Respectfully submitted, 



£0_ 




December 10, 2003 

OSI Pharmaceuticals, Inc. 

58 South Service Road, Suite 1 10 

Melville, NY 11747 



Shu M. Lee 

Attorney for Applicants 
Registration No. 41,147 
Telephone No. (631) 962-2056 
or (516) 924-4035 
Fax No. (631)752-3880 
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